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DETAILED ACTION 

1 . This Office action is response to Applicants' filed RCE on 12/27/2006. 

Request for Continued Examination (RCE) 

2. The request filed on 1 2/27/2006 for a Request for Continued Examination (RCE) 
under 37 CFR 1.1 14 based on parent Application No. 05/552,131 is acceptable and a 
RCE has been established. An action on the RCE follows. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

4. Claims 2-16, 18-22, 24-36 and 38-41 are recited the limitations "A method as 
recited in claim" in the first line of claims 2-16, 24-36 and 38-41 and "A system" in the 
first line of claims 18-22. There are insufficient antecedent basis for these limitations in ^ 
the claims. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-16, 17-20, 22, 23-36 and 37-41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Pub. No.: US 2002/0095368 A1 of TRAN (provisional 
application No. 60/185,644, filed on Feb. 29, 2000) in view of Pub. No.: US 
2006/0010377 A1 of Anecki et al. (hereinafter Anecki) (provisional application No.: 
60/187,444, filed on Mar. 7, 2000). 

With respect to claim 1 , TRAN teaches a method of forming an invention 
disclosure (forming legal document on Web-based system for Intellectual Property (IP): 
abstract, sections 0016-0017 and 0020-0022), comprises the step of: 

forming an invention disclosure online by entering a plurality of selected 
information portions into a web-based system (on-line form is entered and stored in the 
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web-based system as shown in fig. 1: sections 0014, 0016-0017, and 0020-0023); and 

after each of the plurality of selected information portions are entered, storing 
each of the information portions in a central storage location (via web-based interface, 
the use enters information/data on on-line form and it is stored on a database stored on 
the server as shown in fig. 1: sections 0014-0015 and abstract). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach allowing access to various users comprising at least 
one inventor of said invention disclosure for reviewing the information and allowing 
online access to the status of invention disclosure, said status comprising said invention 
disclosure is in a reviewing and application filing process. 

However, Anecki teaches reviewing legal document and access and approve 
status of a legal document (sections 0046-Q047; also see sections 0052-0053 and 
0059). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
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reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claim 2, TRAN teaches wherein said step of forming includes 
providing identification information; whereby upon providing identification information to 
said web-based server, retrieving user information from the directory system in 
response to the identification information (identification information to the user and 
searching information: sections 0026 and 0029). 

With respect to claims 3 and 8, TRAN teaches a method as discussed in claim 1 . 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach comprising the step of prompting the user for 
classification infromation. 

However, Anecki teaches filtering information via a "Filter" button as shown on 
fig. 21 (sections 0122-0123 and 0128). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
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0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-001 1). 

With respect to claims 4-7, TRAN teaches a method as discussed in claim 1 . 
Also, TRAN teaches evaluation process for an IP asset (sections 0042-0043). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach notifying an evaluator in response to the classification 
information prompting an evaluation from the evaluator, notifying an evaluator 
comprises generating an e-mail; providing hyperlink to the disclosure in the e-mail; 
scheduling an evaluation meeting and ranking the disclosure. 

However, Anecki teaches evaluating the information and approving the legal 
document (section 0092); generating email and hyperlink (sections 0009, 0041, 0051- 
0052 and 0062, fig. 8); scheduling and ranking (sections 0002 and 0122-0123 and 
0128). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
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reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 8-9, TRAN teaches notifying a patent staff in response to 
the classification information and prompting a patentability review from the patent staff 
person (sections 0009-0010 and fig. i). 

With respect to claims 10-12, TRAN teaches a method as discussed in claim 1 . 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1. TRAN does not clearly teach wherein said central location comprises a database 
coupled to a web server, identifying co-authors; notifying co-authors of a disclosure with 
their name associated therewith in the system and notifying comprises the step of 
generating an E-mail having a hyperlink therein. 

However, Anecki teaches web server as shown in figs. 8 and 1 0 (sections 0095 
and 0101-0102) and generating email and hyperlink (sections 0009, 004^ 0051-0052 
and 0062, fig. 8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 



Application/Control Number: 09/552,131 Page 8 

Art Unit: 2162 

use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 13-14, TRAN teaches a method as discussed in claim 1 . 
Also, TRAN teaches evaluation process for an IP asset (sections 0042-0043). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1. TRAN does not clearly teach wherein said central location comprises a database 
coupled to a web server, identifying co-authors; notifying co-authors of a disclosure with 
their name associated therewith in the system and notifying comprises the step of 
generating an E-mail having a hyperlink therein. 

However, Anecki teaches email and hyperlink (sections 0009, 0041, 0051-0052 
and 0062, fig. 8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
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disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 15 and 16, TRAN teaches prompting users for a password 
and scanning said paper submission into the database (entering user name and 
password and submitting the form storing in the patent database: sections 0005, 0007, 
0017,0024 and 0026). 

With respect to claim 17, TRAN teaches an invention disclosed system (fig. 1), 
comprising: 

at least one user computer accessible by a plurality of inventors associated with 
a single invention disclosure (fig. 1); 

a server coupled to said at least one user computer (fig. 1 ); 
a database coupled to the server (fig. 1 ); 

and said server providing user screen to said least one user computer to prompt 
said inventors to provide a plurality of disclosure information to said server, receiving 
the plurality of disclosure information from said users, storing information in said 
database after each of the plurality of disclosure information is entered, allowing access 
to said disclosure after storing the plurality of disclosure information within said 
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database (fig. 1 , user interface is web-based user interface and system prompts for user 
to enter information to the system: sections 0014, 0016-0018). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1. TRAN does not clearly teach prompting said plurality of inventors for invention 
disclosure approval. 

However, Anecki teaches reviewing legal document and access and approve 
status of a legal document (sections 0046-0047; also see sections 0052-0053 and 
0059). 

therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 001 0-001 1 ). 

With respect to claim 18, TRAN teaches comprising a directory system coupled 
to said server whereby upon proving identification information to sever said server 
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retrieves user information from the directory system in response to the identification 
information (identification information to the user and searching information and user 
has to sign-in/sign-off the system: sections 0016-0018 and 0026 and 0029). 

With respect to claim 1 9, TRAN teaches wherein said server comprises a web 
server (a web server: fig. 8 and 10, sections 0095 and 0101-0102). 

With respect to claim 20, TRAN teaches wherein said user computer comprises a 
web browser for accessing said server (using a browser for viewing: sections 0008 and 
0027). 

With respect to claim 22, TRAN teaches wherein server comprises a web single 
login to access said invention disclosure (sign-on and password: sections 0016 and 
0023-0024). 

With respect to claim 23, TRAN teaches a method of forming an invention 
disclosure (forming legal document on Web-based system for Intellectual Property (IP): 
abstract, sections 0016-0017 and 0020-0022) comprising: 

forming an invention disclosure online by entering a plurality of selected 
information portions into a web-based system (on-line form is entered and stored in the 
web-based system as shown in fig. 1: sections 0014, 0016-0017, and 0020-0023); 

after each of the plurality of selected information portions are entered, storing 
each of the information portions in a central storage location (via web-based interface, 
the use enters information/data on on-line form and it is stored on a database stored on 
the server as shown in fig. 1: sections 0014-0015 and abstract) and 
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prompting the user for classification information, which refers to a technology 
area (technical of the invention and categorization: sections 0019 and 0043). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach allowing access to various users to access the 
information; notifying an evaluator in response to the classification information and 
prompting an evaluation from evaluator. 

However, Anecki teaches reviewing legal document and access and approve 
status of a legal document (sections 0046-0047; also see sections 0052-0053 and 
0059) and evaluating the information and approving the legal document (section 0092). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 
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With respect to claim 24, TRAN teaches wherein said step of forming includes 
providing identification information; whereby upon providing identification information to 
said web-based server, retrieving user information from the directory system in 
response to the identification information (identification information to the user and 
searching information: sections 0026 and 0029). 

With respect to claims 25^27, TRAN teaches a method as discussed in claim 23. 

TRAN teaches on-line, form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1. TRAN does not clearly teach notifying an evaluator comprises generating an e-mail; 
providing hyperlink to the disclosure in the e-mail; scheduling an evaluation meeting and 
ranking the disclosure. 

However, Anecki teaches generating email and hyperlink (sections 0009, 0041 , 

0051- 0052 and 0062, fig. 8); scheduling and ranking (sections 0002 and 0122-0123 and 
0128). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 

0052- 0053), into the system of TRAN for the purpose of tracking of legal documents, 
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reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 28-29, TRAN teaches notifying a patent staff in response 
to the classification information and prompting a patentability review from the patent 
staff person (sections 0009-0010 and fig. 1 ). 

With respect to claims 30-32, TRAN teaches a method as discussed in claim 23. 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach wherein said central location comprises a database 
coupled to a web server, identifying co-authors; notifying co-authors of a disclosure with 
their name associated therewith in the system and notifying comprises the step of 
generating an E-mail having a hyperlink therein. 

However, Anecki teaches web server as shown in figs. 8 and 10 (sections 0095 
and 0101-0102) and generating email and hyperlink (sections 0009, 0041, 0051-0052 
and 0062, fig. 8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
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reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 33-34, TRAN teaches a method as discussed in claim 23. 
Also, TRAN teaches evaluation process for an IP asset (sections 0042-0043). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach wherein said central location comprises a database 
coupled to a web server, identifying co-authors; notifying co-authors of a disclosure with 
their name associated therewith in the system and notifying comprises the step of 
generating an E-mail having a hyperlink therein. 

However, Anecki teaches email and hyperlink (sections 0009, 0041, 0051-0052 
and 0062, fig. 8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
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0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 35 and 36, TRAN teaches prompting users for a password 
and scanning said paper submission into the database (entering user name and 
password and submitting the form storing in the patent database: sections 0005, 0007, 
0017, 0024 and 0026). 

With respect to claim 37, TRAN teaches a method of submitting documents 
(submitting IP document: sections 0017), comprising: 

entering identification information into a user computer (sign-on with user 
name/user ID and password: sections 0016 and 0024-0026) 

entering disclosure information to creative an invention disclosure (entering 
information via IP form or on-line form: section 0034); and 

coupling said user information with said invention disclosure (user information: 
sections 001 6, 0023-0024 and 0034). 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach retrieving user information from a directory system in 
response to said identification information, storing the disclosure in a computer 
database, performing a search is at least the state of art associated with said invention 
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disclosure and wherein said search is at least partially directed by at least one inventor 
of said invention disclosure. 

However, Anecki teaches searching/retrieving legal documents (sections 0040 
and 0060),storing legal document in the legal document database (section 0050) and 
performing search the legal documents or prior arts (see fig. 1 and section 0041). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-001 1 ). 

With respect to claims 38-39, TRAN teaches a method as discussed in claim 37. 

TRAN teaches on-line form via web-based interface for user to enter information 
related to IP document or application and store those information or data into a 
database in the central location of a web server of a web-based system as shown in fig. 
1 . TRAN does not clearly teach prompting the user for classification information, 
notifying an evaluator in response to the classification information prompting an 
evaluation from the evaluator. 
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However, Anecki teaches filtering information via a "Filter" button as shown on 
fig. 21 (sections 0122-0123 and 0128) and evaluating the information and approving the 
legal document (section 0092). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Anecki. One having ordinary skill in the art would have found it motivated to utilize the 
use of a web-based automated creating and tracking legal document or invention 
disclosure system for keeping track of status of legal document or invention disclosure, 
reviewing and filing a patent application (Anecki's abstract and sections 0047, and 
0052-0053), into the system of TRAN for the purpose of tracking of legal documents, 
reviewing information and tracking the status of legal documents, thereby, increasing 
the efficiency of document preparation using computerized processing (Anecki's 
sections 0001 and 0010-0011). 

With respect to claims 40-41 , TRAN teaches notifying a patent staff in response 
to the classification information and prompting a patentability review from the patent 
staff person (sections 0009-0010 and fig. 1). 
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8. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pub. 
No.: US 2002/0095368 A1 of TRAN (provisional application No. 60/185,644, filed on 
Feb. 29, 2000) in view of Pub. No:: US 2006/0010377 A1 of Anecki et al. (hereinafter 
Anecki) (provisional application No.: 60/187,444, filed on Mar. 7, 2000), and further in 
view of Pub. No,: US 2006/0190443 A1 of Mathews et al. (hereinafter Mathews) 
(continuation of application No.: 09/539,500, filed on Mar. 30, 2000). 

With respect to claim 21, TRAN view of Anecki discloses an invention disclosure 
system as discussed in claim 17. 

TRAN and Anecki disclose substantially the invention as claimed. 

TRAN and Anecki do not teach comprises a computer aided design (CAD) file 
view coupled to said web browser. 

However, Mathews teaches using CAD and CAD facility for viewer (section 0054; 
also see sections 0051-0054). 
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Therefore, it would have been obvious to one ordinary skill in the art at the time 
of the invention was made to modify TRAN and Anecki's system to include CAD facility 
for viewer as taught by Mathews in order for providing a way to view the legal document 
or IP. The motivation being for providing access to drawing information and distribution 
of design drawing data, thereby, viewing the information or files oyer the Internet using 
a browser (Mathews's section 0007 and 0020). 
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